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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9 and 16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim ^specifies in Line 13 "the pre-printed 
generic custom booklet signature" for which there is no antecedent basis. However, the 
claim does specify in Line 4 a "pre-printed generic booklet signature", for the basis of 
the rejection set forth below, examiner will assume Line 13 was meant to specify the 
generic booklet signature introduced in Line 4. The same indefinite language is 
specified in claim 16 Lines 4 and 20. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 8-11, 13-18, 20-30, 32-40, 43-53 and 55-57 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US Patent No 5,114,128 to Harris, Jr et al, in 
view of US Patent No 6,402,132 to Michaelis et al. 

Regarding claim 1. Harris, Jr discloses a booklet system (Fig 1) comprising: 
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a pre-printed custom booklet signature selected for a targeted recipient and 
having a content control identifier; (Col 6 Lin 51-52) 

a content controller, (Fog 1 #18) wherein the content controller is adapted to: 

use the content control identifier received from the pre-printed custom 
booklet signature to obtain instructions associated with the targeted recipient; 
(Col 6 Lin 58-61, address information for the target recipient is associated 
with the content control identifier.) and 

use the instructions to create a just-printed custom booklet for the targeted 
recipient; (Col 6 Line 62-63, the just printed signature is the cover with the 
address information printed.) 

Although Harris, Jr discloses assembly of signatures (including covers) to create 
a personalized magazine using a bindery line, (Col 6 Lin 46-49) Harris, Jr does not 
expressly disclose using the instructions to marry the pre-printed custom booklet 
signature and the just-printed custom booklet signature to produce a customized 
booklet for the target recipient. 

However, Michaelis discloses using a content control identifier (similar to that of 
Harris, Jr) to synchronize the matching of signatures intended for the same target 
recipient. (Col 3 Lin 28-38) As a result these "marks" provide instructions for marrying 
signatures (including covers, Michaelis Col 3 Lin 33-34) as disclosed in Harris, Jr. 
The Walker and the Harris, Jr Patents are combinable because they both come from the 
same field of endeavor relating to printing customized information on a magazine. 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to marry certain signatures based on matching indicia or marks as specified in 
Michaelis, in order to output the correct personalized cover signature with the correct 
personalized signatures located within the booklet as specified in Harris, Jr. 

The suggestion motivation for doing so would have been to simply provide a 
synchronization mechanism for outputting the correct booklet (with the correct 
personalized signature) for the target recipient. (Michaelis, Col 3 Lin 34-39) 

Therefore it would have been obvious to combine the Harris, Jr and Michaelis 
Patents in order to obtain the invention of claim 1 . 

Regarding claim 2, the combination further discloses in Harris, Jr the booklet 
system of claim 1 , wherein the content control identifier is a machine-readable code. 
(Fig 2 #56, Col 6 Lin 51-61) 

Regarding claim 3, the combination further discloses in Harris, Jr the booklet 
system of claim 1 , wherein the system further comprises a feeder/scanner adapted to 
receive the pre-printed custom booklet signature, to read the content control identifier, 
and to send the content control identifier to the content controller. (Col 4 Lin 24-43) 

Regarding claim 8, the combination further discloses in Harris, Jr, the booklet 
system of claim 1 , wherein the booklet system is a book or catalog. (Abstract) 

Regarding claim 9 , please see rejection of claim 1 above. Additionally, the 
combination of Harris, Jr and Michaelis specifies the booklet system as disclosed in 
claim 1 including marrying a pre-printed custom booklet signature selected for a target 
recipient (Harris, Jr Col 6 Lin 51-52), a pre-printed generic booklet signature 
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(Michaelis, Col 3 Lin 34-35 discloses combining customized signatures with 
generic signatures in order to create the booklet), and the just-printed custom 
booklet signature (Harris, Jr Col 6 Lin 62-63, the cover), to produce a customized 
booklet for the targeted recipient. 

Regarding claims 10-11, please see rejections of claims 9 and 2-3 above. 

Regarding claim 13-14, the combination further discloses the booklet system of 
claim 9 wherein the content control identifier is associated with profile data (claim 13), 
and the profile data is an address (claim 14) of the targeted recipient (Harris, Jr Col 9 
Lin 15-22) and wherein the pre-printed generic booklet signature is selected from a set 
of pre-printed generic booklet signatures for inclusion in the customized booklet using 
the profile data. (Harris, Jr Col 7 Lin 56-66 discloses a selective bindery line with 
pre-printed signatures, controlled by a data processor.) 

Regarding claim 15, please see rejections of claims 9 and 8 above. 

Regarding claim 16, please see rejections of claims 1 and 9 above. 
Furthermore, the combination discloses in Harris, Jr one or more pre-printed targeted 
generic booklet signatures (Col 1-2 Lin 67-68 and 1-20, Advertisements) that can be 
associated and inserted according to the targeted recipient of the customized magazine 
printed. (Col 6-7 Lin 64-69 and 1-12) Furthermore, Michaelis discloses using a content 
control identifier to instruct and synchronize and match the output of personalized 
signatures with generic and specialized content as specified in the rejection of claim 1 
above. (Michaelis, Col 3 Lin 33*38) 

Regarding claims 17-18, please see rejections of claims 16 and 2-3 above. 
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Regarding claims 20-21 / please see rejections of claims 16 and 13-14 above. 

Regarding claim 22, please see rejections of claims 21 and 8 above. 

Regarding claim 23. please see rejection of claim 1 above. Furthermore the 
combination discloses in Michaelis, that the printer is a web-fed printer capable of 
printing customized information, such as the "just-printed" cover as specified in the 
rejection of claim 1. (Fig 1 #30, Col 3 Lin 13-34) 

Regarding claims 24-25, please see rejections of claims 23 and 2-3 above. 

Regarding claims 26, the combination further discloses in Harris, Jr that the 
personalized content is an address. (Col 6 Lin 62-63) 

Regarding claim 27, the combination further discloses in Michaelis that the 
personalized content is a message. (Col 3 Lin 31-33, the personalized signature 
could use content such as likes, dislikes, buying trends, in addition to the 
address printed on the cover.) 

Regarding claims 28 and 29, the combination further discloses in Harris, Jr, the 
booklet system of claim 23, wherein the content control identifier is associated with 
profile data of the targeted recipient and the personalized content is using the profile 
data (claim 28), and furthermore that the profile data consists of an address (claim 29). 
(Col 9 Lin 15-20) 

Regarding claim 30, please see the rejection of claim 1 above, note the 
personalized just-printed signature and the just-printed custom booklet signature can be 
the same signature. 

Regarding claim 32, please see rejection of claims 23 and 9 above. 
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Regarding claim 33, please see rejection of claims 32 and 13 above. 

Regarding claim 34, please see rejection of claims 23 and 8 above. 

Regarding claim 35, please see rejections of claims 1-3 above. All the limitations 
specified in claim 35 are included in the rejection of claims 1-3. 

Regarding claim 36, please see the rejection of claims 35 and 9 above. 

Regarding claim 37, please see rejection of claims 23 and 1-3 above. 

Regarding claim 38, please see rejection of claims 37 and 9 above. 

Regarding claims 39-40, please see rejections of claims 1 and 2 above. 
Additionally the system of claims 1 and 2 performs the methods of claims 39 and 40. 

Regarding claim 43, please see rejection of claims 39, 28 and 16 above. 

Regarding claim 44, please see rejections of claims 39 and 28-29 above. 

Regarding claim 45, please see rejections of claims 43 and 8 above. 

Regarding claim 46, please see rejection of claim 23 above. Additionally the 
system of claim 23 performs the method of claim 46. 

Regarding claims 47-53 and 55-57, please see rejections of claims 24-30 and 
32-34 above respectively. Additionally the system of claims 24-30 and 32-34 perform 
the methods of claims 47-53 and 55-57. 

Claims 4-7, 12, 19, 31, 41-42 and 54 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the combination of Harris, Jr and Michaelis as specified in 
claims 1, 9, 16, 30 and 39 above, and further in view of US Patent No 6,240,334 to 
Duke et al (which incorporates the Harris, Jr Patent, Col 1 Lin 15-20). 
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Regarding claim 4, the combination of Harris, Jr and Michaelis discloses the 
booklet system of claim 1 using a web fed printer to print customizable signatures, 
including covers. (Michaelis, Col 3 Lin 13-39, Fig 1 #30) 

The combination does not expressly disclose that the just-printed custom booklet 
signature (the cover as specified in the rejection of claim 1 above) is printed on a 
sheet-fed printer 

However, Duke discloses a printing system in which covers are printed off-line 
using a sheet-fed printer. (Col 4 Lin 33-38) 

The combination of Harris, Jr and Michaelis and the Duke Patent are combinable 
because they both come from the same field of endeavor relating to customized 
printing. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art, to produce the cover as specified in the combination of Harris, Jr and Michaelis, 
using the sheet fed mode as specified in Duke. 

The suggestion/motivation for doing so would have been to expand the flexibility 
and extent to which a cover can include personalization, an improvement on the Harris, 
Jr Patent. (Duke Col 3 Lin 43-47) This in combination with the idea that using the web- 
fed printer in Michaelis that is capable of quicker, mass output of certain customized 
signatures reads on the claim as submitted. 

Therefore, it would have been obvious to combine the Duke Patent with the 
combination of Harris, Jr and Michaelis in order to obtain the invention as specified in 
claim 4. 
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Regarding claim 5, please see rejection of claims 1 , 4 and 9 above. 

Regarding claims 6-7, please see rejections of claims 5, 13 and 14 above. 

Regarding claim 12, please see rejection of claims 9 and 4 above. 

Regarding claim 19, please see rejection of claims 16 and 4 above. 

Regarding claim 31, please see rejection of claims 30 and 4 above. 

Regarding claim 41, please see rejection of claims 39 and 4 above. 

Regarding claim 42, please see rejection of claims 41 and 9 above. 

Regarding claim 54, please see rejection of claims 53 and 4 above. 

Response to Arguments 

Applicant's arguments with respect to claims 1-57 have been considered but are 
moot in view of the new ground(s) of rejection. More specifically, in light of the interview 
conducted on the 24 of October 2006, and upon further consideration of the Harris, Jr 
Reference, a new rejection has been formed as specified above. Examiner wants to 
note, that upon further consideration with regard to Harris, Jr and the current 
specification, the Harris, Jr Reference has been maintained in the rejection above due 
to its similarity to the current invention. More specifically, Harris, Jr discloses a system 
and method to match address information on a cover to address information on 
customized signatures located within the magazine based on a machine-readable code. 
Customized as limited by the current specification, is intended only for a specific target 
recipient as specified in on page 9 of the specification. Based on this limitation, the 
Harris, Jr has been found to determine address information for a cover based on 
"customized" information read from pre-printed signatures. Furthermore, the Michaelis 
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and Duke Patents have been found to provide matching of personalized information in 
order to output a booklet using the web-fed and sheet-fed printers as specified in the 
rejection above. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacob P. Rohwer whose telephone number is 571-272- 
5509. The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on 571-272-7314. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 






